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Application No. Applicant(s)

09/942,588 YAMAMOTO ET AL.
Office Action summary Examiner Art Unit

Jeffrey Siew 1637

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
P riod for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM
THE MAILING DATE OF THIS COMMUNICATION.

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed
after SIX (6) MONTHS from the mailing date of this communication.
- W the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).
- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status
1)X] Responsive to communication(s) filed on 29 August 2003.
2a)] This action is FINAL. 2b)[J This action is non-final.

3)[J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

4)X] Claim(s) 1-8,10-18 and 20-28 is/are pending in the application.

4a) Of the above claim(s) is/are withdrawn from consideration.
5[] Claim(s) _____is/are allowed.
6)X] Claim(s) 1-8,10-18 and 20-28 is/are rejected.
7)J Claim(s) _____is/are objected to.
8)J Claim(s) ______are subject to restriction and/or election requirement.

Application Papers

9)[] The specification is objected to by the Examiner.
10) The drawing(s) filed on 31 August 2001 is/are: a)[X] accepted or b)[_] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
11)[] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. §§ 119 and 120

12)iJ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)XJ Al b)[] Some * ¢)[ ] None of:
1.0d Certified copies of the priority documents have been received.
2.0 Certified copies of the priority documents have been received in Application No. .
3.[]J Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.
3)[] Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application)
since a specific reference was included in the first sentence of the specification or in an Application Data Sheet.
37 CFR 1.78.
a) [] The translation of the foreign language provisional application has been received.
14)[_] Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific
reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78.

Attachment(s)

1) D Notice of References Cited (PTO-892) 4) [:] Interview Summary (PTO-413) Paper No(s).

2) D Notice of Draftsperson’s Patent Drawing Review (PTO-948) 5) E] Notice of Informal Patent Application (PTO-152)
3) [:] Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) D Other:

U.S. Patent and Trademark Office
PTOL-326 (Rev. 11-03) Office Action Summary Part of Paper No. 20031117
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DETAILED ACTION

Claim Rejections - 35 USC § 102
1. The following is a quotation of the appropriatc paragraphs of 35 U.S.C. 102 that form the

basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(¢) the invention was described in (1) an application for patent, published under scction 122(b), by another filed
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for
patent by another filed in the United States before the invention by the applicant for patent, cxcept that an
international application filed under the treaty defined in section 351(a) shall havc the cffects for purposes of this
subscction of an application filed in the United States only if the international application designated the United
States and was published under Article 21(2) of such treaty in the English language.

Claims 1-8,10-18, 20-23, 24-28 are rejected under 35 U.S.C. 102(e) as being anticipated
by Gentalen et al (US6,306,643 Oct 23, 2001)

Gentalen et al tcach an array with threc discrete regions of probes in which different sets
of probes bind to wild type or allelic variants of target samples (scc whole document esp.
abstract). They teach one region would bind to to sequences in determining diffcrent
polymorphic regions (sce col. 3). They teach detecting overall fluorescence from the overall
regions to determine sequence. They teach histograms and overall patterns (see Figure SA and
6). They teach fluorescein labels (see col.11 linc 3).

The response filed 8/29/03 has been fully considered and decmed not persuasive. The
response states that Gentalen do not determine a histogram of total signal resulting from
hybridization of target scquence compared with another histogram of total signal obtained using

a wild type sample and the claimed invention does not contains pools as taught by Gentalen.
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First the claims do not recite a negative limitation of using pools. The claims recite regions with
groups of pools which would read on Gentalen’s pools. The Gentalen’s histogram then measure
of total signal from the pool regions would read on the claims. Moreover, they also teach
regions of probes which do not contain probes from other regions (see claim 1). The rcjection are

maintained.

SUMMARY

2. No claims allowed.

Conclusion

3. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time
policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expirc THREE
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO
MONTHS of the mailing date of this final action and the advisory action is not mailed until after
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37

CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event,
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing

date of this final action.

4. Any inquiry concerning this communication or earliecr communications from the
examiner should be directed to Jeffrey Siew whose telephone number is (703) 305-3886 and
whose e-mail address is Jeffrey.Siew@uspto.gov. Howcver, the office cannot guarantce security
through the e-mail system nor should official papers be transmitted through this route. The
examiner is on flex-time schedule and can best be reached on weckdays from 6:30 a.m. to 3 p.m.
If attempts to reach the examiner are unsuccessful, the examiner's supervisor, Gary Benzion, can
be reached on (703)-308-1119.

Any inquiry of a general nature, matching or filed papers or relating to the status of this

application or proceeding should be directed to the Tracey Johnson for Art Unit 1637 whose

telephone number is (703)-305-2982.

Papers related to this application may be submitted to Group 1600 by facsimile
transmission. Papers should be faxed to Group 1600 via the PTO Fax Center located in Crystal
Mall 1. The faxing of such papers must conform with the notice published in the Official
Gazette, 1096 OG 30 (November 15, 1989). The CM1 Center numbers for Group 1600 are Voice

(703) 308-3290 and FAX (703)-308-4242.
/J% EY SIEW
ARIMARY EXAMINEF

November 17, 2003
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